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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

* 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 8-10 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 8-10 read on an abstract idea, as initially defined in claim 8. For 
example, claim 8 describes a data table comprising a plurality of entries, but claim 8 
does not describe the practical application associated with the data table. Therefore the 
claim is directed solely at an abstract idea and does not produce a useful result. 

For claims including such excluded subject matter to be eligible, the claim must 
be for a practical application of the abstract idea, law of nature, or natural phenomenon. 
Diehr, 450 U.S. at 187, 209 USPQ at 8 ("application of a law of nature or mathematical 
formula to a known structure or process may well be deserving of patent protection."); 
Benson, 409 U.S. at 71, 175 USPQ at 676 (rejecting formula claim because it "has no 
substantial practical application"). 

To satisfy section 101 requirements, the claim must be for a practical application 
of the § 101 judicial exception, which can be identified in various ways: 

• The claimed invention "transforms" an article or physical object to a 
different state or thing. 

• The claimed invention otherwise produces a useful, concrete and tangible 
result. 
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Specifically, claims 8-10 are an abstract idea because the claims are drawn to 
nothing more than values stored in a table, which is considered non-functional 
descriptive material. 

The following paragraphs are offered in support of the determination that a table 
of values is considered to be non-functional descriptive material, and is thus considered 
non-statutory (see MPEP section 2106.01 [R-5]). 

* 

Descriptive material can be characterized as either "functional descriptive 
material" or "nonfunctional descriptive material." In this context, "functional descriptive 
material" consists of data structures and computer programs which impart functionality 
when employed as a computer component. (The definition of "data structure" is "a 
physical or logical relationship among data elements, designed to support specific data 
manipulation functions." The New IEEE Standard Dictionary of Electrical and 
Electronics Terms 308 (5th ed. 1993).) "Nonfunctional descriptive material" includes but 
is not limited to music, literary works, and a compilation or mere arrangement of data. 
Both types of "descriptive material" are nonstatutory when claimed as descriptive 
material per se, 33 F.3d at 1360, 31 USPQ2d at 1759. When functional descriptive 
material is recorded on some computer-readable medium, it becomes structurally and 
functionally interrelated to the medium and will be statutory in most cases since use of 
technology permits the function of the descriptive material to be realized. Compare In re 
Lowry, 32 F.3d 1579, 1583-84, 32 USPQ2d 1031, 1035 (Fed. Cir. 1994)(discussing 
patentable weight of data structure limitations in the context of a statutory claim to a 
data structure stored on a computer readable medium that increases computer 
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efficiency) and Warmerdam, 33 F.3d at 1360-61, 31 USPQ2d at 1759 (claim to 
computer having a specific data structure stored in memory held statutory product-by- 
process claim) with Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 1760 (claim to a data 
structure per se held nonstatutory). 

When nonfunctional descriptive material is recorded on some computer-readable 
medium, in a computer or on an electromagnetic carrier signal, it is not statutory since 
no requisite functionality is present to satisfy the practical application requirement. 
Merely claiming nonfunctional descriptive material, i.e., abstract ideas, stored on a 
computer-readable medium, in a computer, or on an electromagnetic carrier signal, 
does not make it statutory. See Diehr, 450 U.S. at 185-86, 209 USPQ at 8 (noting that 
the claims for an algorithm in Benson were unpatentable as abstract ideas because 
"[t]he sole practical application of the algorithm was in connection with the programming 
of a general purpose computer."). Such a result would exalt form over substance. In re 
Sarkar, 588 F.2d 1330, 1333, 200 USPQ 132, 137 (CCPA 1978) ("[E]ach invention must 
be evaluated as claimed; yet semantogenic considerations preclude a determination 
based solely on words appearing in the claims. In the final analysis under § 101, the 
claimed invention, as a whole, must be evaluated for what it is.") (quoted with approval 
in Abele, 684 F.2d at 907, 214 USPQ at 687). See also In re Johnson, 589 F.2d 1070, 
1077, 200 USPQ 199, 206 (CCPA 1978) ("form of the claim is often an exercise in 
drafting"). Thus, nonstatutory music is not a computer component, and it does not 
become statutory by merely recording it on a compact disk. Protection for this type of 
work is provided under the copyright law. 
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II. NONFUNCTIONAL DESCRIPTIVE MATERIAL 

Nonfunctional descriptive material that does not constitute a statutory process, 
machine, manufacture, or composition of matter and should be rejected under 35 
U.S.C. 101. Certain types of descriptive material, such as music, literature, art, 
photographs, and mere arrangements or compilations of facts or data, without any 
functional interrelationship is not a process, machine, manufacture, or composition of 
matter. Nonfunctional descriptive material may be claimed in combination with other 
functional descriptive multi-media material on a computer-readable medium to provide 
the necessary functional and structural interrelationship to satisfy the requirements of 35 
U.S.C. 101. The presence of the claimed nonfunctional descriptive material is not 
necessarily determinative of nonstatutory subject matter. For example, a computer that 
recognizes a particular grouping or sequence of musical notes read from memory and 
thereafter causes another defined series of notes to be played, requires a functional 
interrelationship among that data and the computing processes performed when 
utilizing that data. As such, a claim to that computer is statutory subject matter because 
it implements a statutory process. 

In this case, the body of each of claims 8-1 0 describes the components that 
make up a data table, which is considered a compilation of data. Claim 8 initially 
describes that the table is stored on a computer program product comprising a 
computer readable medium, which doesn't overcome the non-statutory rejection under 

* 

35 USC 101 (as explained above). And then it describes the purpose of the table, 
namely that the table is used for deriving adjustment values for coordinates of truncated 



Application/Control Number: 10/634,379 Page 6 

Art Unit: 2628 

vertices, the table being used in rasterizing computer graphics which are sent to a 
display. However, this description of the intended use of the table does not change the 
fact that the claim is simply claiming a table comprising values, which is non-functional 
descriptive material. 

Conclusion 

THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dan Washburn whose telephone number is (571) 272- 
5551. The examiner can normally be reached on Monday through Friday 8:30 a.m. to 
5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ulka Chauhan can be reached on (571) 272-7782. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/634,379 



Page 7 



Art Unit: 2628 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 

* 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




DW 
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